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Opi ni on by Rogers, Adm nistrative Trademark Judge:

Red Hawk Tobacco Conpany has filed an intent-to-use

application to register the mark set forth bel ow
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for “chemi cal-additive free cigarettes,” in International
Class 34.' The Examining Attorney has refused registration
under Section 2(d) of the Lanham Act, 15 U. S.C. 81052(d).
The ground is that applicant’s mark, if used in connection
with the identified goods, would be likely to cause
confusion or m stake or to deceive consunmers, in view of
the prior registration® of the mark set forth bel ow for

“snoki ng tobacco”

Kemtucky |
| s

1 Contimental
Blend

! The original identification of goods included “cigarette

t obacco” but applicant, inits reply brief on appeal, asked that
such be deleted and the identification restricted to “chem cal -
additive free cigarettes.” During the oral hearing, applicant
confirmed that its request was unequi vocal and not presented as
part of an alternative argunent against the refusal of
registration. Since the amendnent limts the identification, the
request to amend is granted.

2 Regi stration No. 1,263,754 issued January 10, 1984, and lists
Septenber 16, 1982 as registrant’s date of first use and first
use in comerce. The registration includes a disclainmer of the
word “Blend.”
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When the refusal was made final, applicant appeal ed.
Bot h applicant and the Exami ning Attorney have filed briefs
and presented oral argunments to the Board. W reverse the
ref usal

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors bearing on the Iikelihood of
confusion issue. See Inre E. |I. duPont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the
anal ysis of |ikelihood of confusion presented by this case,
key considerations are the simlarities or dissimlarities
of the marks, the simlarity or dissimlarity of the goods,
and the market interface of applicant and the owner of the
cited registration. Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

W first consider the involved goods. W note that
registrant's identification of services contains no
l[imtation as to the purposes or uses for its “snoking
tobacco.” Applicant has argued at |length that such termis
“synonynous in the trade with pipe tobacco.” The Exam ning
Attorney, however, argues that there is nothing in the
record to support this contention. W agree.

Appl i cant has entered material in the record in an

attenpt to establish that registrant nmarkets only pipe
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t obacco and small cigars made of pipe tobacco, but this
does not establish that *“snoking tobacco,” as used by

ot hers, would only nean pipe tobacco or products nade
therefrom Likew se, applicant has cited repeatedly to
various federal and state statutes and regul ati ons
governing the taxation, |abeling and marketing of tobacco
products, particularly cigarettes. Applicant has not,
however, submtted anything to establish that under these
various |laws or regul ations “snoking tobacco” neans only
pi pe tobacco. In short, we agree with the Exam ning
Attorney that, for purposes of our analysis of |ikelihood
of confusion, we nmust consider “snoking tobacco” to be

i nclusive of cigarette tobacco.

In any event, even if goods identified in an
application and registration are not simlar or
conpetitive, there may still be a likelihood of confusion,
when simlar marks are used in conjunction therewith, if
such goods are related in sonme nmanner and/or if the
ci rcunstances surrounding their nmarketing are such that
they would be likely to be encountered by the sane persons
under conditions that would give rise to the m staken
belief that the goods emanate fromor are in sonme way
associated wth the same source or sponsor. See lnre

Kangaroos U. S. A, 223 USPQ 1025, 1026-1027 (TTAB 1984), and
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cases cited therein. In this regard, the Exam ning
Attorney has stated that the pertinent question is not

whet her a cigarette or pipe snoker woul d m stakenly

pur chase goods intended for the other but, rather, whether
a pipe snoker famliar with registrant’s goods and in
search of cigarettes would believe, when encountering
applicant’s goods, that the source of those cigarettes had
some connection with registrant. Finally, we note that
applicant’s counsel, at the oral hearing, acknow edged t hat
applicant’s and registrant’s goods, though different in
type, are related, and that the essential basis for
applicant’s contention that there is no likelihood of
confusion relates to differences in the marks and the
parti es’ consent agreenent. Thus, while we find the goods
related, we turn our attention to the marks and the
parties’ market interface to conplete the anal ysis of

i keli hood of confusion.

The mark applicant now seeks to register is different
fromthat which was displayed on the original draw ng
sheet. The original mark included a virtually identical
depiction of a horse, but running in the opposite
direction, i.e., in the sanme direction as the horse in the
mark of the cited registration. 1In addition, the horse was

depicted at the top of the conposite nmark, just above the
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wor ds “KENTUCKY BLONDES.” In refusing registration of this
original mark, the Exami ning Attorney noted that both
applicant’s mark and registrant’s mark feature sim/lar
gal | opi ng horses running in the sanme direction; that the
mar ks di splay their respective inmages directly over the
words in the marks; that, in each mark, Kentucky is the
first of these words; that the words KENTUCKY CLUB

CONTI NENTAL BLEND and KENTUCKY BLONDES appear in a simlar
font; and that each mark includes simlar sounding terns
whi ch are descriptive of the goods, i.e., “BLEND’ and
“BLONDES. ”

The record reveal s that when applicant sought
registrant’s consent to applicant’s registration of its
mar k, the registrant expressed concerns about possible
confusi on anong consuners remarkably simlar to the
Exam ning Attorney’s concerns. Specifically, registrant’s
general counsel noted, in a letter to applicant’s counsel,
that the respective goods “belong to the sane class” and
t hat each mark contains “a galloping horse. .left facing
and positioned directly above the word ‘ KENTUCKY' which
word is printed in virtually the same type font.”

Regi strant’s counsel went on to request that applicant

“make sufficient changes to its mark and overall package
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design, including its color schene, so that it is
di sti ngui shabl e fromour conpany’s.”

As a result, applicant changed its mark to that set
forth at the outset of this decision. The Exam ning
Attorney determ ned that the changes in the mark did not
result in substitution of a materially different mark and
approved the amendment.® Nonethel ess, the Exani ning
Attorney maintained the refusal of registration, arguing
that KENTUCKY is the dom nant termin each mark,
notw t hst andi ng that applicant has disclainmed it, and that
the respective horse designs yield simlar inpressions.
Thus, the Exam ning Attorney concludes that “applicant has
appropriated two significant portions of the registrant’s
mar k, the geographic term*® KENTUCKY' and the imge of the
horse, and nerely added highly descriptive wording to the
begi nning and end, such that the commercial inpressions of
the marks are so simlar that purchasers are likely to
believe that simlar goods with these marks emanate from a

common source.”

® Though the mark was changed, applicant and the Exami ni ng
Attorney did not agree to delete the “lining and stippling”
statenent previously entered in regard to the original version of
the mark. It is, however, inappropriate to print such a
statenent on any registration that may issue, in view of the
amendnent of the mark. Accordingly, the statenent shall be

del eted fromthe application
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Appl i cant “does not concede that its nmark ever created
the sane overall inpression” as registrant’s and argues,
“the divide is now even wder” since applicant changed its
mar k. Applicant argues that its design “features a
ri ghtward-facing, young, blond, free-spirited, wld
t hor oughbred about to leap off the cigarette package itself
into the presence of the snoker. This thoroughbred is
alive and vigorous. Registrant’s nark has a totally
different appeal. Their horse is not real, but rather a
.leftward-facing statue attached to a weat hervane, nuch
i ke a carousel horse is attached to a carousel. ..poles
attach this statue to a ..shield, which contains the words
‘Kentucky Club Continental Blend .” Applicant concl udes
that its mark appeals to “a cigarette snoker’s desire for
freedont while registrant’s nmark appeals to “a pipe or
cigar snoker’s desire to be an aristocratic ‘club’ nenber.”

Applicant also argues that it did not, contrary to the
Exam ning Attorney’s characterization, appropriate the
dom nant elenments of registrant’s mark. Instead, applicant
contends, any conbi nation of an inmage of a horse and the
word Kentucky is quite natural, in view of the state’s
strong identification with racing horses. In addition,
applicant argues that Kentucky is hone to half the nation's

tobacco farns and there is, therefore, nothing arbitrary
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about using the name Kentucky for tobacco products. Thus,
appl i cant concludes neither applicant’s own nmark nor
registrant’s mark is particularly strong or entitled to a
broad scope of protection.*

Applicant also argues that its goods are “upscale, al
natural cigarettes,” expensive and will be purchased by
consuners exercising care and attention.

Finally, applicant argues that it negoti ated changes
inits mark and package design with registrant and “has
gone to great lengths to address the concerns of the
regi strant and registrant is no | onger opposed to

applicant’s mark.” O record is a second letter to

“ Applicant’s references to the renown of Kentucky’ s thoroughbred
and tobacco industries are set forth inits reply brief and are
supported by citations to Internet web sites, sone of which are
on-line dictionaries. Applicant did not, however, submt
printouts fromany of these sites. These contributions to the
record were inproperly offered and untinely, and have not been
consi dered. See Raccioppi v. Apogee Inc., 47 USPQd 1368 (TTAB
1998), in regard to the formof the proffer; see In re Total
Quality Goup Inc., 51 USPQ2d 1474 (TTAB 1999) and Tradenark Rul e
2.142(d), in regard to the untineliness of the proffer

Not wi t hst andi ng our refusal to consider this material, we take
judicial notice of the follow ng “hard-copy” dictionary listings:

Kentucky ..2. an east central state of U S A, .. Chief Products:

Tobacco, corn, wheat; thoroughbred horses, cattle, hogs..
Merriam Webster’s CGeographical Dictionary 583 (3rd ed. 1997).

Kentucky, state ..SE central U S. .The state is noted for the
distilling of Bourbon whiskey.and for the breeding of

t hor oughbred racehorses. In 1990 the state, esp. in W N, and
central Ky., was also the 2d-largest U S. grower of tobacco...
Tobacco has long been the state’s chief crop, and it is also the
chief farmprod., followed by cattle, horses, and dairy prods.
The Col unbia Gazetteer of North Anerica 506-07 (2000).
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applicant’s counsel fromregistrant’s general counsel,
whi ch states, in part:
We have reviewed the new package design for Red

Hawk Tobacco’s Kentucky Blondes cigarettes. e

appreci ate the changes which your client made to

t heir package design.

Wiile we are not sure if the changes nmade w ||

be sufficient, we are wlling to abide by the

determ nation of the Trademark O fice on the new

desi gn. Shoul d this new design be acceptable to
the Trademark O fice, we do not intend to oppose

Red Hawk’ s registration of the new design.

Appl i cant contends that the Exam ning Attorney should
have accepted this letter as manifestation of registrant’s
consent to applicant’s registration of its anmended narKk.

We agree with applicant that the overall commerci al
i npressions of the respective marks are different.
Visually, they are simlar only insofar as each enploys a
horse design and the word KENTUCKY. The horses, however,
| ook different, and we agree with applicant that
applicant’s appears as an illustration of a “live” horse
while registrant’s appears as a representation of a horse
as it mght be presented on a carousel or weathervane, or

perhaps even a crest or shield.® Gven the association of

t hor oughbred horses with the state of Kentucky, adoption of

®> Though we find the respective horse images different, we have
not based this conclusion in any way on applicant’s argunent that
the respective horses have different coloring. The Exam ni ng
Attorney is entirely correct that neither mark is restricted to
particul ar col ors.

10
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the image of a horse for use in connection with the word
KENTUCKY is not particularly arbitrary. Under such

ci rcunstances, one party’'s adoption of a horse design
shoul d not yield it a nonopoly and preclude others, even
when products are related, from adopting dissimlar horse
designs. Oher visual differences between the narks are
the particular fonts used for the words and the different
carriers or geonetric elenents fram ng these words.

In regard to the sounds of the marks, because of the
dom nance of words over designs when the question is how
marks wll be articulated, we are faced with a conparison
of KENTUCKY BLONDES and KENTUCKY CLUB CONTI NENTAL BLEND.®
Apart fromthe fact that each of these phrases begins with
t he word KENTUCKY, they are utterly dissimlar. W are not
per suaded ot herwi se by the Exam ning Attorney’s argunent
t hat BLONDES and BLEND are phonetically simlar. |If
consuners would tend to abbreviate registrant’s mark when
calling for its goods, we believe they would tend to cal
for KENTUCKY CLUB snoki ng tobacco, not KENTUCKY BLEND

snoki ng t obacco.

® Though the phrase ALL NATURAL Cl GARETTES appears in the
conposite mark applicant seeks to register, this wording is
generic for applicant’s goods, could just as readily have been
del eted fromthe drawi ng as disclainmed, and woul d not be
perceived as part of the mark because they are devoid of source-
i ndi cating significance.

11
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As to the connotations of the nmarks, applicant
contends that its conposite mark creates a “triple entendre
referring to bl ond horses, blond wonen, and bl ond tobacco’,”
and that this is distinctly different than the connotation
of an aristocratic club engendered by registrant’s mark.
The Exami ning Attorney, in contrast, contends that
consunmers woul d not view KENTUCKY BLONDES as creating even
a double entendre. W need not determ ne precisely how
many ideas the words in applicant’s mark woul d conjure up
for a consuner before we can conclude that any possible
connotation would be different than that of registrant’s
mar k, which, we agree, would be viewed as evocative of a
club of sone kind.

In short, we find the conposite marks dissimlar as to
the traditional three factors of sight, sound and neani ng
and on this basis alone find no |ikelihood of confusion.
Moreover, if the duPont factors did not favor applicant and
were equal ly weighted on the issue of |ikelihood of
confusion, we would, in this case, find the consent to

registration provided by registrant sufficient to tip the

" Applicant notes, in particular, “Kentucky is comonly

associ ated with horses, like the blond horse featured on
[applicant’s] package. Blond is also a word used to identify
fair-haired individuals, including Kentucky s fornmer governor,
Mart ha Layne Collins and other Kentucky fair-haired wonen. [And
applicant’s cigarettes] contain Virginia blonde tobacco.”

12
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bal ance in favor of a finding of no |ikelihood of confusion
and publication of applicant’s mark for opposition.

The Exam ning Attorney argues that a bilatera
agreenent spelling out particular steps that applicant and
regi strant woul d take to avoid confusion of consuners would
be a better formof consent. W do not disagree, however,
t he Exam ning Attorney conceded at the oral hearing that
the second letter fromregistrant’s general counsel could
be considered consent to registration and that registrant
probably woul d not oppose applicant’s application. As the
Exam ni ng Attorney acknow edged in briefing this appeal,
our reviewi ng court has clearly stated, in numerous cases,
that the considered opinions of parties as to the
i kelihood of confusion in the marketplace is a significant
factor to be considered in the duPont analysis, and we see
no reason to protect registrant fromthe consequences of
what the Exam ning Attorney views as an unw se consent to
regi stration of applicant’s nark.

Decision: The refusal of registration is reversed.

13



